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DETAILED ACTION 



1 . Applicant's request for reconsideration of the finality of the rejection of the last 
Office action is persuasive and, therefore, the finality of that action is withdrawn. 



2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 



Claim Rejections - 35 USC § 103 



4. Claims 1-4, 6-12, 14-15, 19-22, 24-28 and 30 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Nakatsu et al. (US 5,787,151) in view of Taskett (US 
5,923,734). 
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Regarding claim 1, Nakatsu discloses a telephony based delivery system of 
messages containing selected greeting (column 1, lines 12-15), (which reads on 
claimed "a system for recording a personal greeting associated with a card"), 
comprising: 

a data storage system (28 on FIG. 1) for storing data (column 4, line 13 "their 
related information") corresponding to a card (column 4, line 7 "voice card messages") 
and a personal greeting (column 4, line 1 1 "previously captured messages") related to 
the card (column 4, lines 7-19) [The storage node is provided for mass storage of the 
captured voice card messages and their related information]; and 

a card processing system (12 on FIG. 1) coupled to the data storage system and 
configured to receive request to record (column 9, line 28 "to receive a voice command 
to the IVR process") the personal greeting during a card setup call (column 9, line 23 
"the capture/query call flow") over a telephone network (10 on FIG. 1 ) and cause the 
personal greeting to be recorded during the card setup call (column 9, lines 22-41) [The 
IVR system prompts the caller to record a personal greeting at the voice card while 
setting up the call messages for the recipient of the voice card messages]. 

Nakatsu discloses a telephony base electronic greeting card but fails to disclose 
the voice card as a pre-paid telephone calling card. 

However, Taskett teaches a pre-paid telephone calling card with special 
greetings to the caller (column 5, lines 30-45) [The card user upon accessing the 
service provider network a greeting is played back to the user of the telephone calling 
card based upon the photograph on the calling card]. 
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It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to use the pre-paid telephone calling card with special greeting of 
Taskett in the voice card system and allow the receiver to call to retrieve the personal 
greeting left by the caller of Nakatsu. 

The modification of the invention would offer the capability of the pre-paid 
telephone calling card with special greeting such as the system would permit an issuer 
to market his cards for providing access to the service database. 

Regarding claims 2 and 20, Taskett teaches the data storage system and the 
pre-paid calling card processing system are remotely located (column 5, lines 15-29) 
[The user dials a number to access the service provider therefore they are remotely 
located]. 

Regarding claims 3, 11, 21 and 28, Taskett teaches the data corresponding to 
the pre-paid telephone calling card includes a quantity corresponding to a number of 
service units available to be used to make at least one call in relation to the pre-paid 
telephone calling card (column 5, lines 30-45) [The user is prompted for additional 
information such as authorization code and the desired long distance phone number]. 

Regarding claims 4, 12 and 22, Taskett teaches the call is a long distance 
telephone call (column 6, lines 1-3). 
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Regarding claims 6, 14 and 24, Taskett teaches the pre-paid telephone calling 
card processing system causes the personal greeting to be recorded within the data 
storage system in accordance with a card identifier corresponding to the pre-paid 
telephone calling card (column 6, lines 47-58) [The account database stores prepaid 
accounts and voice library storing prerecorded voice messages]. 

Regarding claims 7 and 25, Taskett teaches a voice data storage facility 
coupled to the pre-paid telephone calling card processing system and to the data 
storage system, and operative to store the personal greeting based on a card identifier 
corresponding to the pre-paid telephone calling card (column 7, lines 13-32) [Based 
upon the dialed phone number the system determines the image and the personal 
greeting associated with the prepaid telephone card]. 

Regarding claims 8 and 26, Nakatsu discloses a voice response system coupled 
to the card processing system and configured to prompt a caller to record the personal 
greeting via at least one voice prompt during the setup call over the telephone network 
(column 12, lines 45-52) but fails to disclose the prepaid pre-paid telephone calling 
processing system. 

However, Taskett teaches a pre-paid telephone calling card processing system 
(column 5, lines 30-45) [The card user upon accessing the service provider network a 
greeting is played back to the user of the telephone calling card based upon the 
photograph on the calling card]. 
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Regarding claim 9, Nakatsu discloses the personal greeting is to be played back 
via the card processing system during an access call related to the card (column 5, lines 
30-45) [The card user upon accessing the service provider network a greeting is played 
back to the user of the telephone calling card based upon the photograph on the calling 
card and prompts the user for instruction to make the outgoing call] but fails to disclose 
the access call made in accordance with the use of the pre-paid telephone calling card. 

However, Taskett teaches the access call made in accordance with the use of 
the pre-paid telephone calling card (column 5, lines 30-45) [The card user upon 
accessing the service provider network a greeting is played back to the user of the 
telephone calling card based upon the photograph on the calling card]. 

Regarding claim 10, Nakatsu discloses a telephony based delivery system of 
messages containing selected greeting (column 1, lines 12-15), (which reads on 
claimed "a method for recording a personal greeting"), comprising the steps of: 

storing data (column 4, line 13 "their related information") corresponding to a card 
(column 4, line 7 "voice card messages") and a personal greeting (column 4, line 1 1 
"previously captured messages") to be associated with the card (column 4, lines 7-19) 
[The storage node is provided for mass storage of the captured voice card messages 
and their related information]; 

receiving a request to record (column 9, line 28 "to receive a voice command to 
the IVR process") the personal greeting during a card setup call (column 9, line 23 "the 
capture/query call flow") over a telephone network (column 9, lines 22-41) [The IVR 
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system prompts the caller to record a personal greeting at the voice card while setting 
up the call messages for the recipient of the voice card messages]; and 

causing the personal greeting to be recorded during the card setup call (column 
10, lines 24-36) [The IVR system prompts the caller to record a personal greeting at the 
voice card while setting up the call messages for the recipient of the voice card 
messages], the personal greeting to be play back during an access call (column 13, line 
17 "the delivery call") related to the use of the card (column 13, lines 33-40) [The voice 
card system at the delivery call play out of the voice card messages to the recipient 
based on the response of the intended recipient]. 

Nakatsu discloses a telephony base electronic greeting card but fails to disclose 
the voice card as a pre-paid telephone calling card. 

However, Taskett teaches a pre-paid telephone calling card with special 
greetings to the caller (column 5, lines 30-45) [The card user upon accessing the 
service provider network a greeting is played back to the user of the telephone calling 
card based upon the photograph on the calling card]. 

It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to use the pre-paid telephone calling card with special greeting of 
Taskett in the voice card system and allow the receiver to call to retrieve the personal 
greeting left by the caller of Nakatsu. 

The modification of the invention would offer the capability of the pre-paid 
telephone calling card with special greeting such as the system would permit an issuer 
to market his cards for providing access to the service database. 
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Regarding claims 15 and 30, Taskett teaches the personal greeting stored 
during the causing step is to be played back automatically during an access call related 
to the pre-paid telephone calling card (column 5, lines 30-45) [The card user upon 
accessing the service provider network a greeting is played back to the user of the 
telephone calling card based upon the photograph on the calling card]. 

Regarding claim 19, Nakatsu discloses a telephony based delivery system of 
messages containing selected greeting (column 1, lines 12-15), (which reads on 
claimed "a system for facilitating the use of a card having an associated pre-recorded 
personal greeting"), comprising: 

a data storage system (28 on FIG. 1) for storing data (column 4, line 13 "their 
related information") corresponding to a card (column 4, line 7 "voice card messages") 
and to a personal greeting (column 4, line 1 1 "previously captured messages") related 
to the card (column 4, lines 7-19) [The storage node is provided for mass storage of the 
captured voice card messages and their related information]; and 

a card processing system (12 on FIG. 1) coupled to the data storage system and 
to cause the personal greeting to be played during the access call (column 13, lines 33- 
40) [The voice card system at the delivery call play out of the voice card messages to 
the recipient based on the response of the intended recipient]. 

Nakatsu discloses a voice card processing system but fails to disclose a prepaid 
telephone calling card processing system configured to receive a request to make an 
outbound telephone call during an access call over. 
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However, Taskett teaches a prepaid telephone calling card processing system 
(308 on FIG. 3) configured to receive a request to make an outbound telephone call 
(column 5, line 40 "the desired long distance phone number") during an access call over 
(column 5, line 33 "Upon dialing access phone number 1 ') a telephone network (column 
5, lines 30-45) [The card user upon accessing the service provider network a greeting is 
played back to the user of the telephone calling card based upon the photograph on the 
calling card and prompts the user for instruction to make the outgoing call]. 

It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to use the pre-paid telephone calling card with system of Taskett in 
the voice card system and allow the receiver to call to retrieve the personal greeting left 
by the caller of Nakatsu. 

The modification of the invention would offer the capability of the pre-paid 
telephone calling card with special greeting such as the system would permit an issuer 
to market his cards for providing access to the service database. 

Regarding claim 27, Nakatsu discloses a telephony based delivery system of 
messages containing selected greeting (column 1, lines 12-15), (which reads on 
claimed "a method for facilitating the use of a card having an associated pre-recorded 
personal greeting"), comprising: 

storing data (column 4, line 13 "their related information") corresponding to a card 
(column 4, line 7 "voice card messages") and to a personal greeting (column 4, line 11 
"previously captured messages") related to the card (column 4, lines 7-19) [The storage 
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node is provided for mass storage of the captured voice card messages and their 
related information]; 

causing the personal greeting to be played during the access call (column 13, 
lines 33-40) [The voice card system at the delivery call play out of the voice card 
messages to the recipient based on the response of the intended recipient], wherein the 
personal greeting was recorded during a card setup call (column 9, lines 22-41) [The 
IVR system prompts the caller to record a personal greeting at the voice card while 
setting up the call messages for the recipient of the voice card messages]. 

Nakatsu discloses receiving a call for recording messages on a telephone based 
card processing system but fails to disclose receiving a request to make an outbound 
telephone call in relation to the pre-paid telephone calling card during an access call 
over a telephone network. 

However, Taskett teaches receiving a request to make an outbound telephone 
call (column 5, line 40 "the desired long distance phone number") in relation to the pre- 
paid telephone calling card during an access call (column 5, line 33 "Upon dialing 
access phone number") over a telephone network (column 5, lines 30-45) [The card 
user upon accessing the service provider network a greeting is played back to the user 
of the telephone calling card based upon the photograph on the calling card and 
prompts the user for instruction to make the outgoing call]. 

It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to use the pre-paid telephone calling card with system of Taskett in 
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the voice card system and allow the receiver to call to retrieve the personal greeting left 
by the caller of Nakatsu. 

The modification of the invention would offer the capability of the pre-paid 
telephone calling card with special greeting such as the system would permit an issuer 
to market his cards for providing access to the service database. 

5. Claims 5, 13, 23 and 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Taskett in view of Cho in view of Bruno and in further view of Nguyen 
et al. (US 5,815,561). 

Regarding claims 5, 13, 23 and 29, Nakatsu and Taskett as applied to claims 3, 
12, 21 and 28 differ from claims 5, 13, 23 and 29 in that it fails to disclose the service 
units correspond to telephone call service minutes. 

However Nguyen teaches a system, wherein the service units correspond to 
telephone call service minutes (column 13, lines 30-36) [The system is cost limited 
services for duration of a communication, beeps warning the user for the minutes used]. 

It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to use the service units correspond to telephone call service 
minutes of Nguyen in the invention of Nakatsu and Taskett. 

The modification of the invention would offer the capability of the service units 
correspond to telephone call service minutes such as the system would implementing 
duration demarcated for cost limited communication services. 
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6. Claims 16 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Taskett in view of Nakatsu. 

Regarding claim 16, Taskett discloses a method for providing a prepaid, remote 
memory transaction account with voice indicia (column 1 , lines 11-17 and column 3, line 
55 "prepaid calling cards"), (which reads on claimed "a method of using a pre-paid 
telephone calling card") comprising the steps of: 

accessing a pre-paid telephone calling card processing system (column 7, line 15 
"service provider") during a pre-paid telephone calling card setup call (column 7, lines 
13-14 "dialing access number") via a telephone network (column 7, lines 13-32) 
[Depending of the image on the phone the user will dial an access number then the 
system will present the user a menu]; 

entering a card identifier (column 7, lines 38-39 "access code") corresponding to 
data addressable by the pre-paid telephone calling card system (column 7, lines 33-39) 
[Additional information is requested from the user to access the system]. 

Taskett discloses a prepaid telephone card system containing audio indicia 
related to the visual image on the prepaid telephony card but fails to disclose recording 
a personal greeting during the setup call, the personal greeting being addressable by 
the telephone processing system during a subsequent telephone service access call. 

However, Nakatsu teaches recording a personal greeting during the setup call 
(column 9, lines 22-41 ) [The IVR system prompts the caller to record a personal 
greeting at the voice card while setting up the call messages for the recipient of the 
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voice card messages], the personal greeting being addressable by the telephone 
processing system during a subsequent telephone service access call (column 13, lines 
33-40) [The voice card system at the delivery call play out of the voice card messages 
to the recipient based on the response of the intended recipient]. 

It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to use the recording of a personal greeting during a subsequent 
telephone service access call of Nakatsu in the invention of Taskett. 

The modification of the invention would offer the capability of recording a 
personal greeting during a subsequent telephone service access call such as the user 
may record a personal greeting for delivering the message over a telephone network. 

Regarding claim 17, Taskett teaches the personal greeting is stored in a data 
storage system in accordance with the card identifier (column 8, lines 20-29). 

Regarding claim 18, Nakatsu teaches the telephone network is the publicly 
switched telephone network (column 8, lines 1-18). 

Regarding claim 31, Taskett discloses a method for providing a prepaid, remote 
memory transaction account with voice indicia (column 1, lines 11-17 and column 3, line 
55 "prepaid calling cards"), (which reads on claimed "a method of using a pre-paid 
telephone calling card") comprising the steps of: 
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accessing a prepaid telephone calling card processing system (column 7, line 15 
"service provider") during a telephone service access call (column 7, line 13 "upon 
dialing access number") via a telephone network (column 7, lines 13-32) [Depending of 
the image on the phone the user will dial an access number then the system will present 
the user a menu]; 

entering a card identifier (column 7, line 38 "access code") corresponding to data 
addressable (column 7, line 35 "additional information") by the pre-paid telephone 
calling card processing system (column 7, lines 33-39) [The system prompts the user to 
enter an access code over the telephone line]; 

retrieving a pre-recorded greeting (column 7, line 35 "voice recordings") 
associated with the pre-paid telephone calling card based on the card identifier entered 
during the entering step (column 7, lines 33-39) [The system retrieves the appropriate 
portion of audio indicia based upon the image on the telephone card]. 

playing the pre-recording personal greeting during the telephone access service 
access call (column 7, lines 33-39) [The system relays to the user the voice recording 
from the audio library during the telephone call] 

Taskett discloses personal greeting from various celebrities upon accessing the 
service provider but fails to disclose the personal greeting was recorded during a calling 
card setup. 

However, Nakatsu teaches wherein the personal greeting was recorded during a 
card setup (column 9, lines 22-41) [The IVR system prompts the caller to record a 
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personal greeting at the voice card while setting up the call messages for the recipient 
of the voice card messages]. 

It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to use the personal greeting that was recorded during a card setup 
during a subsequent telephone service access call of Nakatsu in the invention of 
Taskett. 

The modification of the invention would offer the capability of the personal 
greeting that was recorded during a card setup during a subsequent telephone service 
access call such as the user may record a personal greeting for delivering the message 
over a telephone network. 

Regarding claim 32, Taskett teaches the step of entering a terminating 
telephone number to which an outbound call will be placed automatically after the pre- 
recorded personal greeting has been played (column 5, lines 30-45). 

Regarding claim 33, Taskett teaches the accessing and entering steps are 
carried out remotely from the retrieving and playing steps (column 7, lines 13-39). 

Response to Arguments 

7. Applicant's arguments with respect to claims 1-33 have been considered but are 
moot in view of the new ground(s) of rejection. 
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Conclusion 



8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Small is cited for a method for electronically dispensing personalized greeting 
cards (FIG. 1). 

Wright et al. is cited for an electronic greeting card store and communication 
system (FIG. 1). 

Barber et al. is cited for a telecommunications network-based greeting card 
method (FIG. 1). 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gerald Gauthier whose telephone number is (703) 305- 
0981 . The examiner can normally be reached on 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (703) 305-4895. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




g.g. 

April 25, 2004 




